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DETAILED ACTION 

Priority 

Acknowledgment is made of applicant's claim for foreign priority based upon EP 
04447032.6 filed on February 10, 2004. It is noted, however, that the EP foreign 
application does not provide support for the instant claims, since said foreign application 
does not disclose a tetra alkyloxy-substituted phthalocyanine derivative wherein x=6-30, 
y=6-30 and z=0-30. Thus, the priority date of the instant invention is January 18, 2005 
(the date of the PCT application). Therefore, art prior to the PCT date, but not before 
the date of the EP application may be cited against the claims. 

IDS 

The information disclosure statement (IDS) submitted on 06/08/07 is acknowledged and 
has been entered. The submission is in compliance with the provisions of 37 CFR 1 .97. 
Accordingly, the IDS has been considered by the examiner. 

Claim Rejections - 35 USC §112 (Lack of Antecedent Basis) 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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Claims 6 and 9 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims 6 and 9 recite the limitations: "nitrophthalonitrile II in line 3" and " the 
alkoxyphthalonitrile IV in lines 7 and 9", however it is unclear where nitrophthalonitrile II 
or alkoxyphthalonitrile IV were previously mentioned. As for the limitations "the molar 
amount of an inorganic base in line 3" and "the molar amount of an alcohol III in line 5", 
the Examiner contends that such recitations lack antecedent basis since applicant did 
not previously recite any molar amount in the claims. As for the limitation "the mix up in 
lines 6 and 10", it is unclear as to what "mix up" applicant is referring to. Regarding the 
limitations "comprising said compound in line 8", "the molar amount of lithium in line 10", 
"the reaction medium in lines 12 and 14", and "the theoretical amount of the 
corresponding metal in line 13" of claim 6, it is unclear what compound applicant is 
referring to; what molar concentration, what reaction medium and what theoretical 
amount is applicant referring to since such limitations were never delineated in claim 1 
or discussed in claims 6 or 9. As a result, the Examiner contends that there is 
insufficient antecedent basis for all of these limitations in the claim. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter, which the applicant regards as his invention. 
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Claims 1-6 and 9-11 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention (see M.P.E.P 608.01 (k)). 

Claims 1-6 and 9-1 1 are particularly vague and indefinite given that applicant is 
claiming a phthalocyanine derivative of a structure 1 wherein M are two atoms "such as 
2H or 2Li (in sentence 3 of claim 1). In this instance, the phrase "such as" renders 
the claim indefinite because it is unclear whether the limitations following said phrase 
are part of the claimed invention or simply a preferred embodiment. See MPEP § 
2173.05(d). 

As a result of the above inconsistencies, the aforementioned claims are unable to 
be examined as disclosed given that such terminology would lead to confusion over the 
intended scope of a claim and therefore would not be able to be determined by one of 
ordinary skill in the art. However, for the sake of compact prosecution, the Examiner 
will construe that such terminology is absent in the claims. 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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Claim 1 is rejected under 35 U.S.C. 103 (a) as being unpatentable over 
Wolleb (U.S. 5,594,128). 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Wolleb teaches a process for the preparation of a mixture of positionally isomeric 
brominated tetralkoxy metal phthalocyanines of formula I: 
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where M is Cull, Pdll, Znll, Snll, Nill, Coll, Pbll, MnO or V(O), x is 1 to 5, and R1 to R4 
is independent of one another, branched C1-C16 alkyl that are unsubstituted that can 
be used as dyes for optical information recording, since they have high NIR absorption 
(see abstract and col. 3, lines 1-27). Particularly, Wolleb teaches that such end product 
is obtained by reacting a tetraalkoxy metal phthalocyanine of formula II: 



wherein the preferred metal is Copper and R1 to R4 are branched C1-C16 alkyl groups 
and various positional isomers of hexyl, heptyl, octyl, nonyl, decyl, undecyl, dodecyl, 
tridecyl, pentadecyl, and hexadecyl (see col. 3, lines 30-65 and col. 4, lines 9-10 and 
18-28). 

Wolleb does not specifically teach a product that is a tetraalkoxy-substituted 
phthalocyanine. 




However, Wolleb does teach a first reactant that is a tetraalkoxy metal 
phthalocyanine of formula II with Copper as the preferred metal and wherein R1 to R4 
can be a branched C1-C16 alkyl chains (see col. 3, lines 30-65 and col. 4, lines 9-10 
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and 18-28). Since instant claim 1 states that n can be 0, x and y can be 6 or 7, and z 
can be 0-3, the Examiner contends that the aforementioned teachings of Wolleb does 
indeed encompass applicant's limitation delineated in claim 1 and thus render obvious 
instant claim 1. 

Thus, to one of ordinary skill in the art at the time of the invention would have 
found it obvious to utilize the first reactant of Wolleb since Wolleb discloses such 
compound as a tetra-substituted alkoxy phthalocyanine that can be branched up to 16 
carbon atoms. Thus, given the teachings of Wolleb, one of ordinary skill would have 
been motivated to utilize the tetra-substituted alkoxy phthalocyanine of Wolleb with the 
reasonable expectation of providing a compound that possesses high NIR (i.e. near 
infrared) absorption. 

Claims 10-11 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Wolleb (U.S. 5,594,128) as applied to claim 1 above and in further view of 
Bao (U.S. 5,969,376). 

The Wolleb reference is as discussed above and incorporated by reference 
herein. However, Wolleb does not teach an electronic device containing the 
phthalocyanine derivative of claim 1 . 
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Bao teaches film transistors in which the active layer is an ordered film of 
phthalocyanine coordination with field effect mobility (see abstract and col. 1, lines 54- 
56). Bao further teaches that examples of suitable phthalocyanines include copper 
phthalocyanine, zinc phthalocyanine, hydrogen phthalocyanine, and tin phthalocyanine 
and that such compounds form ordered films and exhibit higher field effect mobility (see 
abstract and col. 1 , lines 58-63). Additionally, Bao teaches that organic semiconductor 
materials such as phthalocyanines offer processing advantages such as compatibility 
with flexible plastic substrates and ease of application (see col. 1, lines 10-18). 

Thus, to one of ordinary skill in the art at the time of the invention would have 
found it obvious to utilize the phthalocyanine derivative of Wolleb into the film transistors 
of Bao since Bao teaches that these phthalocyanine derivatives are now known for the 
use of semiconductor devices for their compatibility in plastic substrates and known for 
their high field effect mobility. Thus, given the teachings of Wolleb and Bao, one of 
ordinary skill in the art at the time of the invention would have found it obvious to utilize 
the phthalocyanine derivative of Wolleb into the film transistor device of Bao with the 
reasonable expectation of providing a film transistor that is ordered and a transistor that 
possesses a high field effect mobility. 



Conclusion 

No claims are allowed. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Samira Jean-Louis whose telephone number is 571- 
270-3503. The examiner can normally be reached on 7:30-6 PM EST M-Th. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sreeni Padmanabhan can be reached on 571-272-0629. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/S.J. L.I 

Examiner, Art Unit 1617 
10/06/2009 

/SREENI PADMANABHAN/ 

Supervisory Patent Examiner, Art Unit 1627 



